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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 2, 3 and 7 through 9, which are all of the

claims pending in this application.!?

Y Finally rejected clainms 1, 5 and 6 were canceled via applicant's anendnents
filed January 29, 1999 (Paper No. 11) and April 1, 1999 (Paper No. 15), entry
of which was approved as indicated by the exam ner in the advisory actions
mai | ed February 9, 1999 (Paper No. 13) and April 12, 1999 (Paper No. 16).
Claim9 was added to replace claim6 in Paper No. 11 and was further anended
in Paper No. 15.



We affirmin-part.
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BACKGROUND

The appellant's invention relates to a data cartridge
(specification, p. 1). A copy of the clainms under appeal is

set forth in the appendix to the appellant's brief.

THE REJECTI ON 2

The prior art references of record relied upon by the
examner in rejecting the appeal ed clains are:
Hakanson et al. (Hakanson) 4,570, 197 Feb. 11, 1986
The prior art discussion on pages 1 through 5 of the
appellant's specification (applicant's admtted prior art)
Clainms 2, 3 and 7 through 9 stand rejected under 35
Uu.S. C
8§ 103 as being unpatentable over applicant's admtted prior

art in view of Hakanson.

2 The final rejection of claim8 under 35 U.S.C. § 102(b) is indicated as

del eted by the exam ner (answer, page 4). The appellant acknow edges that the
8§ 102 rejection of claim8 is deleted (reply brief, page 5) and that claim38
is included in the § 103 rejection (reply brief, page 6). Accordingly we
consider the rejection of claim8 as being only under 35 U.S.C. § 103.
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Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ection, we make reference to the answer (Paper No. 18,
mai | ed June 3, 1999) for the exam ner's conplete reasoning in
support of the rejection, and to the brief (Paper No. 17,
filed April 22, 1999) and reply brief (Paper No. 21, filed

July 27, 1999) for the appellant's arguments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we naeke the

determ nati ons which foll ow

--the obviousness rejection of clains 2, 3, 7 and 9--

We reverse the rejection of clainms 2, 3, 7 and 9 under 35

U.S.C. 8 103 as being unpatentable over applicant's admtted

prior art in view of Hakanson.
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Claim2 is directed to a cartridge having an al um num
base plate, a magnetic tape |oaded in the cartridge, and a
f eedi ng mechani sm nounted on the base plate for feeding the
magneti c tape across a nmagnetic head, the inprovenent
conprising an electrically conductive filmon each surface of
t he al umi num base plate wherein the electrically conductive

filmis formed by chromate treatnent.

Hakanson di scl oses (colum 1, |ines 32-41)

an i mproved nmet hod of reducing electrostatic
charge buildup in cassettes which house magnetic
recordi ng tape by the application of non-

vol atile, electrically conductive, organic
coating conpositions to surfaces of the
cassettes and the conponents of the cassette.
The coating conposition is preferably applied to
all surfaces which do not directly contact the
magneti c recordi ng tape during storage or

pl ayback node, although those surfaces may al so
be coat ed.

It is the examner's opinion that the admtted prior art
di scloses that the clainmed type of cartridge with a netallic
base plate is known and that it would have been obvious to a

person having ordinary skill in the art to provide the prior

art cassette with a conductive coating as taught by Hakanson
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to reduce electrostatic buildup (final rejection, page 2) and
to use chromate treatment (which is well known) to formthe

conductive filmcoating of Hakanson (answer, page 4).

In rejecting claims under 35 U . S.C. § 103, the exam ner

bears the initial burden of presenting a prina facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established when the teachings of the prior art
itself would appear to have suggested the clai ned subject

matter to one of ordinary skill in the art. See In re Bell,

991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed. Cir. 1993). |If

the examner fails to establish a prima facie case, the

rejection is inproper and will be overturned. See In re Fine,

837 F.2d 1071, 1076, 5 USPQ2d 1596, 1600 (Fed. Cir. 1988).

The appel | ant argues that Hakanson teaches only
"electrically conductive organic coatings"... a coating of
organic material is not formed by chromate treatnment of

alum numas recited in claim2 (reply brief, page 2).
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We note that Hakanson teaches that "[t] he organic
coating conposition useful in the practice of the present
i nventi on may be any non-volatile, non-integral, organic,
el ectrically conductive conposition"” (colum 3, lines 13-16).
We do not find any evidence of a teaching or suggestion in
Hakanson (or in applicant's admtted prior art) to use a
chromate treatnent to provide a coating as required by claim
2. We note the exam ner's contention that chromate
treatment/coating of metals is well known (answer, page 4),
however w thout sone teaching or suggestion in the prior art
to use chromate treatnent in Hakanson's process we nust
conclude that the exam ner's argunent that it would have been
obvi ous to use chromate treatnent in Hakanson's process relies
on inperm ssible hindsight.® Hence, it is our opinion that
t he combi ned teachings of applicant's admtted prior art and

Hakanson do not teach or suggest using chromate treatnment and

® Rejections based on " 103 nust rest on a factual basis with these facts
being interpreted wi thout hindsight reconstruction of the invention fromthe
prior art. The exam ner may not, because of doubt that the invention is
patentabl e, resort to specul ation, unfounded assunption or hindsight
reconstruction to supply deficiencies in the factual basis for the rejection
See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert.
deni ed, 389 U.S. 1057 (1968).
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t hus would not yield the subject matter recited in claim2 on

appeal .

Accordingly, for the above reasons, the exam ner's
rejection under 35 U. S.C. §8 103 of claim 2, and of dependent

claimse 3, 7 and 9, will not be sustai ned.

--Claim 8- -

We affirmthe rejection of claim8 under 35 U . S.C. § 103
as being unpatentable over applicant's adnmtted prior art in
vi ew of Hakanson

Claim8 requires that the electrically conductive filmis
coated on the base plate and is connected to an el ectrical

ground integral with the feedi ng mechani sm

It is the exam ner's position that it would have been
obvious to a person having ordinary skill in the art to
provide the prior art cassette with a conductive coating as
taught by Hakanson to reduce el ectrostatic buildup (answer,

pages 3 and 4).
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The appellant's only argunent is that the exam ner has
failed to indicate how or where the prior art of record
t eaches the connection between the electrically conductive
filmand ground which is integral with a feeding mechani sm as
recited in claim8 (reply brief, page 6). The appellant does
not di spute that the data cartridge, base plate, magnetic tape
and feedi ng mechanismare part of the applicant's admtted
prior art, indeed claim8 is in Jepson format with these
features in the preanble. We note that the term"integral", as
used in the context of applicant's specification, would be
interpreted by one of ordinary skill to nean electrically

connected. 4

This is consistent with appellant's statenent
that the electrical path fromthe conductive filmon the base
plate to ground is provided by, or integral with, the feeding

mechani sm (brief, page 4).

41t is axiomatic that, in proceedings before the PTO clains in an

application are to be given their broadest reasonable interpretation

consistent with the specification, and that clai mlanguage should be read in
(continued...)

4. ..continued)

light of the specification as it would be interpreted by one of ordinary skil

inthe art. In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir

1983).
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Accordingly, the issue before us is whether coating of
the admtted prior art data cartridge by the nmethod of
Hakanson would result in an electrically conductive film
coated on each surface of the base plate and connected to an
el ectrical ground integral with the feeding nmechani smthereby

reduci ng el ectrostatic charge buil dup.

As di scl osed by Hakanson, the purpose of coating the
conponents of the cassette is for reducing the electrostatic
charge buil dup which, to one of ordinary skill in the art,
woul d mean that the coating is electrically connected to, or
integral with, ground. Hakanson al so discloses that the
coating is applied to all surfaces, and specifically that
"both interior and exterior surfaces of the cassette, reels,
spools, structural supports, and other parts of the cassette
shoul d be coated” (colum 2, lines 50-53). Thus, both sides
of the base plate as well as the feeding nmechani sm woul d be
coated and the coating would be connected to, or integral

with, ground.
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Thus, it is our opinion that the conbi ned teachings of
applicant's admtted prior art and Hakanson fairly teaches or
suggests a data cartridge conprising a netallic base plate
having an electrically conductive film connected to an
el ectrical ground integral with the feedi ng mechani sm as
recited in claim@8 on appeal. Accordingly, we sustain the

exam ner's rejection of claim8 on appeal.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 3 and 7 and 9 under 35 U.S.C. § 103 is reversed, and
t he decision of the examiner to reject claim8 under 35 U S.C

§ 103 is affirned.
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No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
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